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DETAILED ACTION 

1 . This final Office action is responsive to Applicant's amendment filed December 
15, 2005. 

Claims 1, 36, and 38-41 have been amended. 
Claims 1, 2, and 36-41 are presented for examination. 

Response to Arguments 

2. Applicant's arguments filed December 1 5, 2005 have been fully considered but 
they are not persuasive. 

Applicant argues that Gundewar is not used to build the templates required for 
the specific applications recited by Applicant (e.g., reengineering a customer's process, 
conducting gap analysis, etc.) (Page 14 of Applicant's response) However, as stated in 
the art rejection, these applications amount to nothing more than mere intended use. A 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). The claimed recitations of intended use neither result in a structural 
difference between the claimed invention and the prior art nor in a manipulative 
difference as compared to the prior art; therefore, the claimed invention is not deemed 
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to be patentably distinct over the prior art. The recently added limitation, "in conducting 
a gap analysis with respect to said customer application and an enterprise model, and 
responsive to said gap analysis in reengineering said customer application," fails to add 
any functionality specific to each application. How are the templates used to 
accomplish functionality that is particularly relevant to these applications? Applicant 
does not clearly set forth any limitations that make the recited applications into more 
than mere intended use. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 , 2, and 36-41 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The recently added limitation, "in conducting a gap analysis with respect to said 
customer application and an enterprise model, and responsive to said gap analysis in 
reengineering said customer application" (recited in all of the claims), fails to add any 
functionality specific to each application. How are the templates used to accomplish 
functionality that is particularly relevant to these applications? Applicant does not 
clearly set forth any limitations that make the recited applications into more than mere 
intended use. Consequently, the scope of Applicant's desired claim coverage is 
unclear. What steps are expressly performed as part of gap analysis and reengineering 
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of the customer application, as intended by Applicant? These steps should be 
expressly recited to clarify the metes and bounds of these features. Otherwise, these 
features will continue to be interpreted as mere intended use. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 2, and 36-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gundewar et al. (U.S. Patent No. 6,381,610). 

Gundewar discloses a system using an on-line data gathering tool for developing 
an application, comprising: 
[Claim 1] a server (Fig. 1, #12); 

a storage device connected to said server (Fig. 1 , #20, 22, 24, 26, 28, 29); 

a plurality of team terminals (Fig. 1 , #14, 16, 18); 

a communication link interconnecting said server and said terminals (Fig. 1, #21, 

30); 

said server being operable for (1) maintaining a database of templates describing 
procedures for developing said application on said storage device and (2) serving said 
templates to enterprise and customer team members operating said terminals for 
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coordinating, recording and tracking team activities with respect to said application (Fig. 
1 ; col. 4, lines 15-51 ; col. 5, line 42 through col. 8, line 1 1 - A project may be tracked 
from the planning through the completion stages and the related activities may be 
documented using various templates); 

said server defining and guiding said team members in analyzing conditions that 
exist within a customer application (Fig. 1; col. 4, lines 15-51; col. 5, line 42 through col. 
8, line 1 1 - A project may be tracked from the planning through the completion stages 
and the related activities may be documented using various templates. The templates 
facilitate the stages and activities related to the project, or the customer application, 
thereby assisting in defining and guiding the team members in analyzing the project); 
[Claim 2] each said template storing, either directly or by way of links to other 
documents, materials for guiding, coordinating and documenting the work of said team 
members (Fig. 1 ; col. 4, lines 15-51 ; col. 5, line 42 through col. 8, line 1 1 - A project 
may be tracked from the planning through the completion stages and the related 
activities may be documented using various templates). 

As per claim 1 , while Gundewar discloses that the stored and created templates 
are used for project management applications, Gundewar fails to expressly teach that 
the specific type of project management applications include a general procurement and 
accounts payable application or a gap analysis with respect to said customer application 
and an enterprise model, responsive to said gap analysis in reengineering said 
customer application. However, these limitations merely recite various intended uses of 
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the invention. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). The claimed recitations of intended use 
neither result in a structural difference between the claimed invention and the prior art 
nor in a manipulative difference as compared to the prior art; therefore, the claimed 
invention is not deemed to be patentably distinct over the prior art. Furthermore, the 
Examiner submits that general procurement and accounts payable applications are 
commonly utilized as part of project management planning. For example, many 
projects are limited by constraints related to costs, including accounts payable, and the 
ability to obtain needed resources, i.e., general procurement. In order to more fully 
understand the limitations imposed on a project as a whole and the likelihood of 
achieving project goals, a more comprehensive analysis of all factors affecting the 
project is required. Since Gundewar is already directed toward project management 
and therefore suggests the incorporation of factors related to project management, the 
Examiner asserts that it would have been obvious to one of ordinary skill in the art at the 
time of Applicant's invention to modify Gundewar to include a general procurement and 
accounts payable application as part of its project management templates system in 
order to assist users involved with the planning of a particular project in more fully 
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understanding the limitations imposed on a project as a whole and the likelihood of 
achieving project goals, thereby yielding a more comprehensive analysis of all factors 
affecting the project. Additionally, Official Notice is taken that gap analysis and 
reengineering are commonly performed in order to assess and improve the 
performance of an organization. Since Gundewar's users are attempting to efficiently 
plan and manage a project, the Examiner submits that it would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to modify Gundewar's 
templates to be specifically applicable to conducting gap analysis and reengineering in 
order to help assure that the progress of the project is sufficiently aiding improvement in 
the performance of an organization (e.g., with respect to completion of the project). 

Gundewar discloses a system using an on-line data gathering tool for developing 
an application, comprising: 
[Claim 36] a server (Fig. 1 , #1 2); 

a storage device connected to said server including a database of templates 
initially configured as an application (Fig. 1, #20, 22, 24, 26, 28, 29); 

a plurality of team terminals including a service provider team terminal and a 
customer team terminal (Fig. 1, #14, 16, 18); 

a communication link interconnecting said server and said terminals (Fig. 1, #21, 

30); 

a server means defining and guiding said team members in analyzing conditions 
that exist within a customer application (Fig. 1; col. 4, lines 15-51; col. 5, line 42 through 
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col. 8, line 1 1 - A project may be tracked from the planning through the completion 
stages and the related activities may be documented using various templates. The 
templates facilitate the stages and activities related to the project, or the customer 
application, thereby assisting in defining and guiding the team members in analyzing the 
project); 

[Claim 37] each said template storing, either directly or by way of links to other 
documents, materials for guiding, coordinating and documenting the work of said team 
members (Fig. 1; col. 4, lines 15-51; col. 5, line 42 through col. 8, line 1 1 - A project 
may be tracked from the planning through the completion stages and the related 
activities may be documented using various templates). 

As per claim 36, while Gundewar discloses that the stored and created templates 
are accessed by clients via a server and various server means (col. 3, lines 9-23), used 
for project management applications such as tasks related to states of "Define, Analyze, 
Design, Produce, Optimize, Implement, and Manage" (col. 4, lines 34-51), and 
customizable to each user's specific needs (col. 4, lines 14-24), Gundewar fails to 
expressly teach that the specific type of project management applications include a 
general procurement and accounts payable application, including task templates for 
project design and development of assessment, business controls, configuration, 
education, image, information technology, marketing, process, requisition and catalog, 
accounts payable accounting and transition tasks. Gundewar also fails to expressly 
teach that the specific type of project management applications include a gap analysis 
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with respect to said customer application and an enterprise model, responsive to said 
gap analysis in reengineering said customer application. However, these limitations 
merely recite various intended uses of the invention. A recitation of the intended use of 
the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In a claim drawn to a process of making, the intended use must result 
in a manipulative difference as compared to the prior art. See In re Casey, 152 
USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The 
claimed recitations of intended use neither result in a structural difference between the 
claimed invention and the prior art nor in a manipulative difference as compared to the 
prior art; therefore, the claimed invention is not deemed to be patentably distinct over 
the prior art. Furthermore, the Examiner submits that general procurement and 
accounts payable applications, including task templates for project design and 
development of assessment, business controls, configuration, education, image, 
information technology, marketing, process, requisition and catalog, accounts payable 
accounting and transition tasks, are commonly utilized as part of project management 
planning. For example, many projects are limited by constraints related to costs, 
including accounts payable, and the ability to obtain needed resources, i.e., general 
procurement. In order to more fully understand the limitations imposed on a project as 
a whole and the likelihood of achieving project goals, a more comprehensive analysis of 
all factors affecting the project is required. Since Gundewar is already directed toward 
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project management and therefore suggests the incorporation of factors related to 
project management, the Examiner asserts that it would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention to modify Gundewar to include 
a general procurement and accounts payable application, including task templates for 
project design and development of assessment, business controls, configuration, 
education, image, information technology, marketing, process, requisition and catalog, 
accounts payable accounting and transition tasks, as part of its project management 
templates system in order to assist users involved with the planning of a particular 
project in more fully understanding the limitations imposed on a project as a whole and 
the likelihood of achieving project goals, thereby yielding a more comprehensive 
analysis of all factors affecting the project. Additionally, Official Notice is taken that gap 
analysis and reengineering are commonly performed in order to assess and improve the 
performance of an organization. Since Gundewar's users are attempting to efficiently 
plan and manage a project, the Examiner submits that it would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to modify Gundewar's 
templates to be specifically applicable to conducting gap analysis and reengineering in 
order to help assure that the progress of the project is sufficiently aiding improvement in 
the performance of an organization (e.g., with respect to completion of the project). 

[Claims 38-41] Claims 38-41 recite limitations already addressed by the rejection 
of claim 36 above; therefore, the same rejection applies. 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 10 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Susanna M. Diaz 
Primary Examiner 
Art Unit 3623 

January 20, 2006 



